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AppU«tion No. 10/719.795 Docket No.: HO-P02901USI 

Reply to Office Action of August 30, 2006 

REMARKS 

The claims pending in this appUcation are 1 and 3 - 13. Claim 2 has been canceled in 
a prior amendment. 

Claims 1, 7 and 10 have been amended to require tiiat the crumb rubber be untreated. 
No other amendments have been made. 

THE S102fe^ REJECTION 

The Examiner has rejected the pending claims under 35 USC § 102(e) as anticipated 
by Cart. Applicant respectfully submits that the claims as amended are to anticipated by Cart 
and are in condition for allovi^ce. 

To anticipate a claim under 35 U.S.C. § 1 02, a reference must teach every element of 
the claim, see M.P.E.P. §2131. Moreover, in order for a prior art reference to be anticipatory 
under 35 U.S.C. §102 with respect to a claim. «[t]he elements must be arranged as required 
by the claim," see M.P.E.P. §2131. citing In re Bond, 15 U.S.P.Q.2d 1566 (Fed. Cir. 1990). 
The 35 U.S.C. §102 rejection of record foils to estabUsh a 35 U.S.C. §102 rejection in 
accordance with the foregoing requirements. 

Cart discloses the use ofcrumb rubber particles in drilling fluids however. Cart " 
requires that the crumb rubber particle be treated to render the particle oil and water wettable. 
See Col 4:14 -21. 

This is in contrast to the present invention where the crumb rubber particles are used 
without further treatment. As shown in the examples of the presem disclosure, the crumb 
rubber particle are added directly to the drilling fluid without the need of surfactants or other 
surface treatments. These untreated particles are effective at previously fluid loss. See 
paragraphs 0043 and 0045. 

Cart's failure to teach the limitation that the crumb rubber be untreated prevents Cart 
from anticipating the claims as amended. 
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CONCLUSION 



In view of the above amendment, applicant believes the pending application is in 
condition for allowance. 

Applicant believes no fee is due with this response. However, if a fee is due, please 
charge our Deposit Account No. 06-2375, under Order No. HO-P02901US1 from which the 
undersigned is authorized to draw. 



Dated: October 9, 2006 



Respectfully submitted. 




JoJinJb. JScitfieider 

jistration No.: 31,998 
FULBRIGHT & JAWORSKI L.L.P. 
Fulbright Tower 
130,1 McKimiey, Suite 5100 
Houston, Texas 77010-3095 
(713)651-5151 
(713) 651-5246 (Fax) 
Attorney for Applicant 
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Office Action Summary 



Application No. 

10/719,795 


Appllcant(8) 

WOOD. ROBERT R. 


Examiner 
Marc S. Zimmer 


Art Unit 

1712 





Is/are withdrawn from consideration. 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 IWONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COiWIVIUNICATION. 

- Bdensions of tinriB may be avagable under the provisions trf 37 CFR 1 . 1 36<a). In no event, however, may a reply tia limely filed 
after SIX (S) TONTHS fron* the mailing date of this communication. 

* H ^ ^ ^^y. specified above, the maximum statulofy period will apply and will expire SIX (6) MOIsrrHS from the malHng data of this communication. 

- FailufB to reply vwrthm the s^orextemled period for reply wni. by alat^ (35 U.8.C. § 133). 
Any reply rece»ved by the Office later than ttrce nronths aflarlha mafllng data of thia oommunicatfon. evien if timely toed, may reduce any 
earned patent temn adjustment. See 37 CFR 1.704<b^ 

Status 

1 )EI Responsive to communication(s) filed on 19 July 2006, 
2a)n Thte acUon Is FINAL. 2b)|S| This action is non-final. 

30 Since this application is In condition for allowance except for formal matlers, prosecution as to the merits Is 
dosed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4)EI Clalm(s) 1-13 Is/are pending In the application. 

4a) Of the above claim(s) _^ 

5>n Clalm(s) is/are allowed. 

6) ia Clalm{s)il3 Is/are rejected. 

7) n Claim(s) is/are objected to. 

8) n Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: aO accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 ,85(a). 

Replacement dravwng sheet(s) including the correcOon is required if the drawlng(s) is objec^d to. See 37 CFR 1 .1 21 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)n Acloiowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(aHd) or (f). 
a)n All bO Some * cO None of: 

l.n Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detallod Office action for a list of the certified copies not received. 



Attachfnent(s) 

1) ^ Nofloe of References Cited (PTO*692) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3} Q tnfonhation Disclosure Statement(s) (PTO-1449 or PTO/SB/Oa) 
Paper Mo{syMaii Date . 



4) O Interview Summary (PT0^13) 

Paper No(8VMall Date, . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Ottier . 



U.S. Patent ana Tratteirartt Office 
PTOL'326 <Rev. 7-05) 



OfHce Action Summary Part of Paper NoVMall Dale 20060324 
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Claim Analysis 

In the Examiners last correspondence, it liad been noted that the claims refer to 
an essential component of their Invention in temis of a particle size, there being no 
indication as to whether the range is actually suggestive that aH particles adhere to this 
limitation or. instead, the range alludes to an average particle size. The Examiner had 
stated that, for the purpose of evaluating the claims against the prior art, it would be 
presumed that all of the crumb rubber particles must have a particle size of 400 to 4000. 
It is now appreciated, however, that the Examiner had not given this term Its broadest 
possible meaning and, in fact, it would be completely appropriate to infer from 
Applicant's disclosure that the particle range reported is an average particle 
range/diameter as this is the convention used almost ubiquitously when disclosing a 
parameter of a particulate substance. 

Claim Rejections ' 35 use § 102 
The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitied lo a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under secSon 122(b) by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the mvention by the 
app leant for patent, except that an international application filed under the treaty defined in se<*-on 

. - purposes of this subsection of an application filed in the United States 

only If the international application designated the United States and was published under Article 2U2) 
of such treaty in the English language. ' 

Claims 1-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Cart, 

U.S. Patent # 6,806,232. 
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Cart discloses the formulation of aqueous or oil-based (column 4. lines 33-36) 
drilling fluids containing crumb aibber having a particle size of between 0.4 and 2,000 
microns (column 4, lines 3-13). Relevant to claim 5, there is mentfon in column 4. lines 
42-43 of the employment of a cellulosic as a fluid-loss control agent and. although It is 
acknowledged that this is within the context of describing an aqueous-based mud, the 
reference further mentions in column 5. lines 1-5 that a hydrocarbon component may be 
introduced into the water-based fluids of their invention. 

Concerning claims 3. 6, 8, and 9, these limitations are all inherently satisfied 
inasmuch as Cart teaches the same source of rubber particulate.. 

Relevant to dalm 10, the drilling fluids injected Into the well to prevent mud loss 
comprise between 1 and 100 pounds of crumb mbber per barrell of the fluid according 
to column 4, lines 64-67. 

In the last Office action, daims 1-13 had been rejected under 35 U.S.C. 102(b). 
This rejection was In en-or only because the reference was actually a reference under 
35 U.S.C. 102(e), the reference having published only about 9 months prior to the 
effective filing date of this application. Insofar as paragraph (e) requires that the 
invention described by a reference be one that is invented "by another". U.S. 6.518.224 
doesn't qualify as prior art. 

Any inquiry concerning this communiisation or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can nonnally be reached on Monday-Friday 8:00-4:30. 
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attempts to reach the examiner by telephone are unsuccessful, the examiner's 



number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Infbmiation regarding the status of an application may be obtained from the 
Patent Application Infomiation Retrieval (PAIR) system. Status infomiation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direcLuspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

August 24, 2006 



supen^lsor, Randy GulakowskI can be reached on 571-272-1302. The fax phone 
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